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REMARKS/DISCUSSION OF ISSUES 

The Examiner continues to erroneously reject these claims as obvious despite the 
abundant evidence that the prior art specifically and unequivocally teaches away from 
making the combination suggested by the Examiner. 

The Examiner rejected pending claims 1-25 under 35 U.S.C. § 103(a) as being 
unpatentable over U.S. Patent No. 6,629,082 to Hambrecht et al. in view of United States 
Patent Publication 2001/0034631 to Kiselik in further view of United states Patent 6,691,094 
to Herschkorn. § 103 "forbids issuance of a patent when 'the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains.'" KSR Int'l Co. v. Teleflex Inc., 127 S.Ct. 
1727, 1734, 82 USPQ2d 1385, 1391 (2007). ("[Rejections on obviousness grounds cannot 
be sustained by mere conclusory statements; instead, there must be some articulated 
reasoning with some rational underpinning to support the legal conclusion of obviousness"). 

Specifically, the references alone or in combination fail to teach or suggest "receiving 
agreement of the matched supplier and purchaser at the exchange server to execute the 
anonymous transaction" as claimed in claims 1,11 and 21 and neither Hambrecht nor Kiselik 
teach the benefits of keeping a transaction anonymous . Instead, both Hambrecht and Kiselik 
teach that anonymity harms the transaction. In contrast, several benefits of anonymity are 
described in the background of the instant application, such as on pages 1 and 2 of the 
specification. 

Indeed, Kiselik unequivocally teaches away from an anonymous transaction, by 
noting the benefits of requiring a "rating by the requester of the performance of the satisfier 
and a rating by the satisfier of the performance of the requester are entered into the computer 
system for continuous updating of performance ratings." (Abstract, Kiselik). The dangers of 
exactly such a system are described in the instant specification on page 2, lines 1-1 1 - an 
unscrupulous purchaser or supplier can enter into a legitimate transaction to glean their 
business partner's identity and then use that identity to flood an exchange with dummy orders 
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to manipulate market position. Therefore it is incontrovertible that Kiselik teaches away 
from use of an anonymous transaction as claimed - the feedback mechanism precludes true 
anonymity. 

Hambrecht does not cure this defect of Kiselik. In fact, Hambrecht further teaches 
away from the instant claims. While Hambrecht does not explicitly teach that the entity 
being formed with the capital formation needs to know the identity of the investors, 
Hambrecht clearly teaches that the inventors need to know the identity of the entity being 
formed. For example, see the abstract: 

fkH prisma mk! rdlivultnc tnjyiU **vimt c 4 * inl^nw^n 
iihfjui nit ifaii^ «o .KVt'i^ I'iJs for i-quhv sh.ias pf.^iikJ 

piticljJiNtEN Bsd> £.vtusuul fHtix^iNei*- lor <->LidK 
Furthermore, Hambrecht implicitly requires that the issuer must know the identity of 
the purchaser. Without such knowledge the issuer would not be able to pay dividends, for 
example. 

In KSR, the Supreme Court reiterated that claims should be held patentable where 
even though the elements were known in the prior art, the fact that they work together in an 
unexpected manner renders the claims not obvious. Here, the fact that the prior art teaches 
the desirability of a user rating system is unequivocal. Such a teaching can only teach away 
from the desirability of anonymous transactions. The Examiner's attempt to avoid these 
clear 'teachings away' by adding Herschkorn and alleging a teaching of 'anonymity' does 
not cure these defects. The fact that an anonymous transaction, as claimed, works in an 
unexpected manner renders these claims not obvious. 

These claims are perhaps most similar to the Adams case discussed in KSR. KSR, 127 
S.Ct. at 1740, 82 USPQ2d at 1395 (emphasis added). In that matter, Adams designed a 
battery using certain types of electrodes, but the prior art warned that risks were involved in 
using the same certain types of electrodes. In Adams, and as affirmatively commented by the 
Supreme Court, the fact that the elements worked together in an unexpected and fruitful 
manner supported the conclusion that the design was not obvious to those skilled in the art. 
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Similarly, in this matter, anonymity was known prior to these claims, but the prior art 
taught that anonymity was to be avoided in commercial transactions. The fact that 
anonymity can be beneficial is unexpected and fruitful in that the disadvantages of the prior 
art can be avoided. The prior art teaches away from these claims, and specifically teaches 
away from a method for performing an anonymous online transaction as claimed, and 
therefore this rejection must fall. 

Simply put, the Examiner cannot conclusively assert that the subject matter of 
providing an anonymous online transaction, as claimed, would be obvious at the time of the 
invention in light of prior art that teaches that there are many benefits to a non-anonymous 
transaction. Any such assertion can only be considered impermissible hindsight. 

Claims 2-10, 12-20 and 22-25 depend directly or indirectly from one of claims 1,11, 
or 21, and are therefore patentable over the references for at least the same reasons. 

Additional details on Appellants arguments is found in the responses filed May 9, 
2006, August 22, 2007, and the appeal brief filed December 22, 2006. Withdrawal of the 
rejections to claims 1-25 is requested. 



January 29, 2008 
Case No.: AUS920010440US1 (9000/43) 
Serial No.: 09/915,439 
Filed: July 26, 2001 
Page 5 of 5 



CONCLUSION 

The Appellants respectfully submit that claims 1-25 fully satisfy the requirements of 
35 U.S.C. §§102, 103 and 1 12. In view of the foregoing, favorable consideration and early 
passage to issue of the present application is respectfully requested. 



Dated: January 29, 2008 



Respectfully Submitted, 
RABINDRANATH DUTTA 



CARDINAL LAW GROUP 
Suite 2000 

1603 Orrington Avenue 
Evanston, Illinois 60201 
Phone: (847) 905-7111 
Fax: (847)905-7113 



/FRANK C. NICHOLAS/ 



Frank C. Nicholas 
Registration No. 33,983 
Attorney for Applicant 



Doc Code: AP.PRE.REQ 

Under the Paperwork Reduction Act of 1 995, n 



Approved for use 
U.S. Patent and Trademark Office; U. 
e required to respond to a collection of information 



PTO/SB/33 (07-05) 
ough xx/xx/200x. OMB 0651-OOxx 
DEPARTMENT OF COMMERCE 
lisplays a valid OMB cc 



PRE-APPEAL BRIEF REQUEST FOR REVIEW 



Docket Number (Optional) 

AUS920010440US1 



I hereby certify that this correspondence is being deposited with the 
United States Postal Service with sufficient postage as first class mail 
in an envelope addressed to "Mail Stop AF, Commissioner for 
Patents, P.O. Box 1450, Alexandria, VA 22313-1450" [37 CFR 1.8(a)] 

on JANUARY 29, 2008 

Signature /FRANK C. NICHOLAS/ 



FRANK C. NICHOLAS 



Application Number 
09/915,439 



Filed 
JULY 26, 2001 



First Named Inventor 



RABINDRANATH DUTTA 



Art Unit Examiner 

3693 DASS, HARISH 



Applicant requests review of the final rejection in the above-identified application. No amendments are being filed 
with this request. 



This request is being filed with a notice of appeal. 



The review is requested for the reason(s) stated on the attached sheet(s). 
Note: No more than five (5) pages may be provided. 



□ ,. ir t /FRANK C. NICHOLAS/ 
applicant/inventor. 



□ assignee of record of the entire interest. coamk' r Mir^um 40/ 

See 37 CFR 3.71 . Statement under 37 CFR 3.73(b) is enclosed. rKANK C NICHULAo/ 



Typed or printed narm 

^ ^S^o°nnSr 0freCOrd ' 33,983 (847)905-7111 



Telephone number 

| | attorney or agent acting under 37 CFR 1 .34. JANUARY 29 2008 



Registration number if acting under 37 CFR 1 .34 _ 



NOTE: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required. 
Submit multiple forms if more than one signature is required, see below*. 



is required by 35 U.S.C. 132. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO 
to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11, 1.14 and 41.6. This collection is estimated to take 12 minutes to 
complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any 
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, 
U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED 
FORMS TO THIS ADDRESS. SEND TO: Mail Stop AF, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 



If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2. 



Privacy Act Statement 



The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection 
with your submission of the attached form related to a patent application or patent. Accordingly, 
pursuant to the requirements of the Act, please be advised that: (1 ) the general authority for the 
collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; 
and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark 
Office is to process and/or examine your submission related to a patent application or patent. If you do 
not furnish the requested information, the U.S. Patent and Trademark Office may not be able to 
process and/or examine your submission, which may result in termination of proceedings or 
abandonment of the application or expiration of the patent. 

The information provided by you in this form will be subject to the following routine uses: 

1 . The information on this form will be treated confidentially to the extent allowed under the 
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from 
this system of records may be disclosed to the Department of Justice to determine whether 
disclosure of these records is required by the Freedom of Information Act. 

2. A record from this system of records may be disclosed, as a routine use, in the course of 
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures to 
opposing counsel in the course of settlement negotiations. 

3. A record in this system of records may be disclosed, as a routine use, to a Member of 
Congress submitting a request involving an individual, to whom the record pertains, when the 
individual has requested assistance from the Member with respect to the subject matter of the 
record. 

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the 
Agency having need for the information in order to perform a contract. Recipients of 
information shall be required to comply with the requirements of the Privacy Act of 1974, as 
amended, pursuant to 5 U.S.C. 552a(m). 

5. A record related to an International Application filed under the Patent Cooperation Treaty in 
this system of records may be disclosed, as a routine use, to the International Bureau of the 
World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty. 

6. A record in this system of records may be disclosed, as a routine use, to another federal 
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to 
the Atomic Energy Act (42 U.S.C. 218(c)). 

7. A record from this system of records may be disclosed, as a routine use, to the Administrator, 
General Services, or his/her designee, during an inspection of records conducted by GSA as 
part of that agency's responsibility to recommend improvements in records management 
practices and programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall 
be made in accordance with the GSA regulations governing inspection of records for this 
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not 
be used to make determinations about individuals. 

8. A record from this system of records may be disclosed, as a routine use, to the public after 
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent 
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37 
CFR 1 .14, as a routine use, to the public if the record was filed in an application which 
became abandoned or in which the proceedings were terminated and which application is 
referenced by either a published application, an application open to public inspection or an 
issued patent. 

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, 
or local law enforcement agency, if the USPTO becomes aware of a violation or potential 
violation of law or regulation. 



